TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM M HEYN
ROBERT W FRASER
and DONALD J. ROTH

Appeal No. 96-4165
Application No. 08/333, 292!

ON BRI EF

Before JOHN D. SM TH, PAK, and KRATZ, Adm nistrative Patent
Judges.
KRATZ, Administrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Novenber 1, 1994.
According to appellants, this application is a division of
Application 08/174,059, filed Decenber 28, 1993, now U. S
Pat ent No. 5, 360,588, issued Novenber 1, 1994, which is a
di vi sion of Application No. 07/764,546, filed Septenber 24,
1991, now U.S. Patent No. 5,273,416, issued Decenber 28, 1993.
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This is a decision on appeal fromthe examner's fina
rejection of claim13. Cains 19 and 20, which are all of
remai ning clainms pending in this application, have been

i ndi cated as al |l owabl e by the exam ner (answer, page 1).
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BACKGROUND

The appel lants' invention relates to a nethod of nol ding
a peripheral frane with a panel insert. An understanding of
the invention can be derived froma reading of claim 13, which
has been reproduced bel ow.

13. A nethod of injection nolding an article having a
peripheral franme form ng an opening and carrying an insert
panel for closing said opening, said nmethod conprising the
steps of providing a split nold including an inner open
guadrant, associating a strip of material with said nold in
facing relation to said open quadrant, providing a punch
opposing said strip naterial renote fromsaid nold and in
alignnent with said nold, noving said punch towards said nold
to first shear fromsaid strip material a panel insert, then
by continuing to nove said punch towards said nold, clanping
the panel insert against said nold with the panel insert and
said punch formng parts of said nold and cl osing said open
guadrant of said nold, and injecting a flowable material into
sai d nol d.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

De Pass et al. (De Pass) 3,463, 845 Aug.
26, 1969

Hat akeyama 4,459, 092 Jul . 10,
1984

Claim 13 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over De Pass in view of Hatakeyana.

OPI NI ON
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We have carefully reviewed the respective positions
presented by appellants and the examner. |In so doing, we
find ourselves in agreenent with appellants that the applied

prior art fails to establish a prima facie case of obvi ousness

regardi ng the clained subject matter. Accordingly, we wll
not sustain the examner's rejection for essentially those
reasons advanced by appellants, and we add the follow ng
primarily for enphasis.

At the outset, we note that the examiner has the initia

burden of presenting a prinma facie case of obvi ousness based

on the disclosure of the applied prior art. See In re
Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr

1992) .

According to the exam ner, De Pass discl oses .a

process for formng an injection nolded frane having a pane

insert..."” including the use of a punch for noving the insert
(answer, page 3). Recognizing that De Pass does not teach the
clai med step of "noving said punch towards said nold to first
shear fromsaid strip material a panel insert," the exam ner
relies on Hatakeyama for this step. According to the exam ner,

"[1]t would have been obvious for an artisan at the tinme of
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the invention, to nodify the step of feeding the panel insert
as taught by De Pass in view of Hatakeyana '092 to punch the
insert froma continuous strip at the nolding station rather
t han supplying discrete, pre-punched inserts to the nold
assenbly, since such would avoid the occurrence of non-uniform
feed of the inserts to the nold cavity" (answer, page 4).

We cannot subscribe to the exami ner's position regarding
t he conbi ned references teachings as reproduced above. In our
view, De Pass describes a nol ding process and devi ce that
explicitly relies on the use of sequentially fed bl anks of
material for form ng conposite container |lids such as paper
and plastic container |ids (De Pass, colums 1-3) and does not
descri be any problenms with the feeding of preformed bl anks
t hat woul d suggest the clained process including the shearing
step. Moreover, while Hatakeyama teaches use of a punch for
punchi ng out (shearing) an ornanental plate froma continuous
strip of material for a plastic body, such as a cap for a
bottle, the exam ner has not identified any suggestion in the
applied prior art for the use of such a technique for formng
the conposite container |lids of De Pass especially in |Iight of
the sequential blank feed nethod taught by De Pass. 1In this
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regard, we note that the exam ner has not shown where

Hat akeyanma t eaches or woul d have suggested that the ornanental
plates formed by its punch out (shearing) nethod can be used
in a process as disclosed by De Pass wherein a sheared pane
insert closes an opening in the article formed by an injection
nol di ng st ep.

The nere fact that the prior art may be nodified to
reflect features of the clained invention does not nake the
nodi fication obvious unless the desirability of such
nodi fication is suggested by the prior art. The clained
i nventi on cannot be used as an instruction manual or tenplate
to piece together the teachings of the prior art so that the

clained invention is rendered obvious. See In re Fritch, 972

F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 1992). Accordingly, on
this record, the rejection fails for lack of a sufficient
factual basis upon which to reach a conclusion of obviousness.

See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cr. 1988).

Accordingly, the rejection of claim13 under 35 U. S.C. § 103
as unpatentabl e over De Pass in view of Hatakeyama cannot be

sust ai ned.
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CONCLUSI ON

Based on the present record, we are unpersuaded that the
exam ner has met the initial burden of establishing a prim
faci e case of obviousness of the clained process. The

deci sion of the exam ner is reversed.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 C. F. R

8§ 1.136(a).
REVERSED
JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHUNG K. PAK ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
PFK/ dal



Appeal No. 96-4165
Application No. 08/333,292

WLLIAM H HOLT
727 TVWENTY-TH RD ST. SO
ARLI NGTON, VA 22202



